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REMARKS 

The last Office Action has been carefully considered. 

It is noted that claims 1-7. 12-1 8 and 30 are rejected under 35 
U.S.C. 102(b) ove*the patent document GB 2,323,132. 

Clains 1-18 and 30 are rejected under 35 U.S.C. 103(a) over 
the U.S. patent to Miyaguchi in view of the U.S. patent to Pennon. 

Also, the claims were rejected under 35 U.S.C. 1 12. 

In connection with the Examiner's questions raised in his 
rejection of the claims under 35 U.S.C. 112, the Examiner's attention is 
respectfully directed to the passage bridging pages 23 and 24 of the 
specification. It Is believed that the structural features questioned by the 
Examiner are clearly explained there, in particular on top of page 4, and 
therefore it is believed that this rejection should be withdrawn. 

After carefully considering the Examiner's grounds for the 
rejection of the claims over the art. applicant canceled claims 1 and 6, 
retained claim 30 as the broadest claim on file, and amended the dependent 
claims to depend cin claim 30. 
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It is respectfully submitted that claim 30 clearly and patentably 
distinguishes the present invention from the references applied by the 
Examiner 

The British patent document GB 2323132 is a member of the 
same patent family as the U.S. patent no. 6,227,713 crted by the Examiner 
in an earlier Office Action. However, since the U.S. 713 is published later 
than the priority of the present application, the Examiner additionally crted the 
prepublished GB '132. 

In applicant's opinion, the Examiner wrongly equated the 
sealing ring 20 of GB '132 with a lubricant distributing element because 
lubricant that enters the space between the outer and the inner bearing part 
channel 14 does not actually get in the contact with the sealing ring 20. 
Instead, the sealinc) ring 20 serves only as a pressure valve for ventilating the 
space 23 between the outer and the Inner bearing parts. 

The lExaminer further cited the new document, which Is U.S. 
patent no. 5,809,1)38 and indicated that claims 1-18 and 30 were not 
inventive over the combination of the U.S. '838 and U.S. '616 cited in the 
earlier Office Action. 
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Figu e 7 of the patent document U.S. '838 shows the 
arrangement of lubricant passages for a rotary bearing, wherein lubricant 
passes through a f rst passage 40 into a ring chamber between the outer and 
the rnner bearing part and second lubricant passages 43 are provided, 
through which lubricant passes from this ring chamber to the outer surface 
of the screw shaft 1. The present invention, as defined In claim 30, differs 
from the ball screiA/ device disclosed in U.S. '838 in that, rn the present 
invention, a lubriciant distributing element is an-anged in the ring chamber, 
the lubricant distritiuting element is in a lubricant supplying connection with 
the at least one first lubricant passage and there are means provided fomning 
at least one first outflow path associated with the lubricant distributing 
element for supplying a lubricant to the engaging surfaces of the bearing 
parts and means for providing at least one second outflow path associated 
with the lubricant clstributing element for supplying lubricant through the at 
least one second lubricant passage to at least one further lubricating point, 
wherein the first outflow path is formed between an outer suriace of the 
lubricant dlstributirg element which extends substantially orthogonal to an 
axial direction and a counter-surface of the ring chamber which extends also 
substantially orthojjonal to the axial direction. 

A lubricant distributing element is known from US '616, and in 
applicant's opinion, the Examiner Is correct in stating that the combination of 
the icnown lubricant distributing element with the known provision of two 
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lubricant passage?; to two different lubricant points is not Inventive. However, 
the features of claim 30 thattlie first outflow path is formed between an outer 
surface of the luL^ricant distributing element which extends substantially 
orthogonal to an axial direction and a counter-surface of a ring chamber 
which also extends substantially orthogonal to the axial direction are neither 
known nor suggested from any of the prior art documents. 

In connection with the Examiner's rejection of the original 
claims as being artlcipated by GB '132, It is believed to be advisable to cite 
the decision in re i^indemann Maschinenfabrik GmbH v. American Hoist & 
Derrick Co., 221 USPQ 481 , 485 (Fed. Cir. 1984) in which it was stated: 

"Anticipation requires the presence in a single prior art reference 
disclosure of each and every element of the claimed invention, 
aranged asi in the claim." 

Definitely, this reference does not disclose each and every 

element of the rotary bearing of the present invention as defined in claim 30 

and therefore the anticipation rejection should be withdrawn. 

As for the obviousness rejection over U,S. '838 and U.S. '616, 
It was shown aboviB that the present invention is not disclosed In any of the 
references, and therefore a combination of the references would not lead to 
the applicant's invemtion. In order to arrive at the applicant's Invention as a 
matter of obviousmsss, the references have to be fundamentally modified by 
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including into theni the features which were first proposed by the applicant 
It Is known that in order to arrive at a claimed Invention, by nnodifying the 
references the cited art must itself contain a suggestion for such a 
modification. 

This principle has been consistently upheld by the U.S. Court 
of Customs and Patent Appeals which, for example, held in its decision in re 
Randol and Redford (165 USPQ 586) that 

Prior patents are references only for what they clearly disclose 
or suggest; it Is not a proper use of a patent as a reference to 
modify Its structure to one which prior art references do not 
suggest. 

The arrangement as disclosed in claim 30 has the advantage 
that, especially when the ring chamber is formed as a peripheral groove in 
the inner or the out sr bearing member, lubricantsupply to the first lubricating 
point can be easily controlled by adjusting the width of the first outflow path 
by only changing the dimensions In the axial direction of either the ring 
chamber or the lubricant distributing element, without a need to change 
dimensions of any of the elements in a direction orthogonal to the axial 
direction, which wc»uld be more difficult to achieve in a ball screw device. 

These advantages can not be accomplished by the prior art. 
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In view of the above presented remarks it is believed that 
claims 30 should b3 considered as patentably distinguishing over the art and 
should be allowed. 

As fc r the dependent claims, these claims depend on claim 30, 
they share its presumably allowable features, and they should be allowed as 
welL 

Reccinsideratlon and allowance of the present application is 
most respectfully requested. 

Should the Examiner require or consider it advisable that the 
specification, claims and/or drawings be further amended or corrected in 
fomial respects in order to place this case In condition for final allowance, 
then it is respectfully requested that such amendments or corrections be 
carried out by Examiner's Amendment, and the case be passed to issue. 
Alternatively, shouid the Examiner feel that a personal discussion might be 
helpful in advancing this case to allowance, he is invited to telephone the 
undersigned (at 631-549-4700). 

Respectfully subrn^ed, 

mi^el J. striker 
Attorney for Applicants 
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